ANNUAL CONFERENCE PROGRAM

UNIVERSITY OF WASHINGTON CAMPUS
SCHOOL OF LAW
www.napp.org

MESSAGE FROM THE PRESIDENT
Welcome to NAPP’s 2019 AMC, our annual gathering of the best of the best. When you
regularly interact with other bright talented folks, it’s easy to overlook the uniqueness
of our profession.
Consider the population of the United States. Out of roughly 330 million people, only half
of one percent are attorneys, comparable to the number of doctors. These challenging
professions are held in the highest of regards. Yet the number of persons having the right
qualifications and temperament to become patent prosecutors is but a small fraction of
those, about 1% of 1% (1 person out of every 10,000). Our profession is so small, so elite,
that the majority of the population has never heard of us and doesn’t understand what we
do. So when we run into challenges, most of us can’t just consult with our neighbors to get
answers.
So when 100 of us get together in the same place, it’s an event worth noticing. We’ve
got some awesome topics and presenters lined up for the official program, but the real
stars of the conference are your fellow attendees. Take advantage of this opportunity to
introduce yourself to some of your fellow attendees, exchange contact information, and
ask about their practices or perhaps even their thoughts about the profession and where
it’s headed. These contacts will serve you well.
If you’re interested in strengthening your professional network year round, I can’t think
of a better way to do it than volunteering for a committee and in due course running for a
position on the NAPP Board of Directors. Ours is a small organization and it is surprisingly
easy to increase your visibility and gain respect of your peers by contributing to the good
of the profession. Reach out to me or one of the other directors if you want to learn more
about the many opportunities to get involved.
Back to the topic at hand – This year’s agenda has expanded to a full three days, including
a crossover program on Monday with the University of Washington Law School’s Global
Innovation Law Summit. There are more speakers, more presentations, and a whopping 16.75
hours of potential CLE credit. The AMC Committee has really outdone itself! When you see
these folks, please be sure to congratulate them on a job well done.
I look forward to seeing you all around the venue. Welcome to Seattle, and Enjoy!
Warmest Regards,

Dan Krueger,
President
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Patent Practitioners
Professional Liability Insurance Program
AP Jamison IP Services is CNA’s National Program Administrator for
Patent Practitioners and is recognized as the leading provider of
professional liability for IP firms. CNA is the largest writer of lawyers
professional liability insurance for law firms of every size including IP firms
in the U.S.
The AP Jamison IP program is acknowledged as the preferred provider of
professional liability insurance by Patent Practitioners and leading
Intellectual Property Associations. The AP Jamison IP Services program
is endorsed by NAPP.
AP Jamison IP Services and CNA recognize the unique nature of Patent
Practitioners and together we offer a specialized insurance product along
with a team of professionals dedicated to the IP community.
Coverage Highlights:
Program designed for attorneys and patent practitioners with up to 35
APSL
has the following
professionals
•
educational opportunities
Coverage is available in all states
available for new and emerging
Comprehensive policy form
Producers: including OED matters
Coverage for defense of disciplinary proceedings
Prior Acts Coverage
Pro Bono Coverage
Available limits up to 10M
Network Risk & Privacy Claim Coverage
Pre-Claim and Subpoena Assistance
Free Retirement/Non-Practicing ERP
Unlimited ERP Options

•
•
•
•
•
•
•
•
•
•
•

Program Benefits:
Access to two hours of free IP-focused CLE webinars
sponsored by CNA, which qualifies the firm for up to a
5% premium discount
• Access to industry-leading forms and letters to use in the
• Studiesday to day practice of intellectual property law
• Experience team of claim and risk control professionals
• Allied Vendor Program
• Free Risk Control Hotline
• 48-hour Quote turnaround
•

CONTACT US
Doris Henderson
P: (973) 669-2395
dhenderson@jamisongroup.com

Thomasina Peele
P: (973) 669-2326
tpeele@jamisongroup.com

Wanda Robinson
P: (973) 669-2357
wrobinson@jamisongroup.com

Sunday Event

CONFERENCE EVENTS

Toga Party with Entertainment,
Pizza and (Root) Beer.

CONFERENCE WiFi

Alder Hall, UW
Reception is from 8:00 pm to 10:00 pm

Reception on Monday

UW NetID: event0697
Password: 89RN-53AD-63TW
For directions on using the UW wifi system,
please visit this page: https://itconnect.uw.edu/connect/uw-networks/campus-wi-fi/.

Join GILS attendees at a reception by Dorsey & Whitney law firm, GILS sponsor.
Buses can be boarded at 4:30 pm for a travel to Dorsey & Whitney.
Reception is from 5:30 pm to 7:30 pm

Social Event on Tuesday
Experience a beauty of a Center for Urban Horticulture at a University of
Washington. Reconnect with old friends and make new friends in a relaxed
environment. Engage in friendly (or not) yard games.
Beer, wine and hors d’oeuvres starting at 6:00 pm
Center for Urban Horticulture is about a
30 min walk from either the Alder Hall (dorms)
or Watertown hotel or a short ride.

THANK YOU TO OUR SPONSORS!
Dominion Insurance Services
(Silver Level Sponsor)
We at Dominion Insurance Services, along with our
predecessors in business, have been serving the
insurance needs of our clients for more than a
quarter century. Our insurance offerings encompass
the full range of coverages that professionals and
businesses require in today’s challenging business
environment.Holding insurance licenses in all 50
states, we are well equipped to serve community,
regional and national professional practices, as well
as individual practitioners located throughout the
country. In addition, we have extensive experience
crafting specialized liability insurance programs for
the members of professional associations, operating
on either a national or local basis.We strive to be
creative, proactive risk management specialists who
work diligently to meet our clients’ needs. We’re
confident that Dominion will be for you a trusted place
Where the Answers Are.
www.dominioninsurance.com

Patent Designs
(bronze Level Sponsor)
For the past 24 years, the incredible Patent Designs.
net team, consisting of Coordinators, Drafters and
Checkers, have assisted you and your team with Utility,
Design and Trademark drawings for your patent
application. You need a set of drawings tomorrow for
a RUSH filing, that is ok, we slept yesterday!
www.patentdesigns.net

Sun IP
(silver Level Sponsor)
Sun IP has earned the trust of law firms and legal
teams. We make it easier than ever before to protect
your innovation with a smarter, simplified, and
streamlined approach to patent translations and
foreign filings. No matter the deadline or complexity
of your project, our team is on the front-lines of
securing your intellectual property rights around
the globe. We are ready to help you to save resources
and streamline processes while securing intellectual
property rights around the globe.
www.sunip.com

Cloutier Arnold Ortega PLLC
(Silver Level Sponsor)
Cloutier Arnold Ortega provides high quality,
cost-effective legal services, from boardroom to
courtroom, for growth-oriented start-ups and
emerging companies, along with established businesses.
http://caoteam.com

Boehmert & Boehmert
(Bronze Level Sponsor)
patent attorneys.
www.boehmert.de

maxval
(silver level sponsor)
MaxVal is a Silicon Valley-based tech-enabled
managed solutions provider known for its cutting-edge
products and automated solutions. Since 2004, MaxVal
has been providing expert solutions and services
by partnering with IP counsel and their operational
teams to improve IP management. Our clients range
from startups to Fortune 100 companies including some
of the top pharmaceutical, biotechnology, high-tech,
medical device, and patent law firms worldwide.
Our team comprises highly experienced and trained
professionals who have been delivering IP-related
solutions for more than a decade through continuous
process innovations and state-of-the-art technologies.
www.maxval.com

CONNECT Linguistic Services
(Bronze Level Sponsor)
Patent Translation Services - CONNECT Linguistic
Services specializes in patent related translations.
We provide patent firms, law firms, corporations,
research institutes, etc., with translation services.
http://connecttranslation.com

University of Minnesota Law School
(Bronze Level Sponsor)
With a Master of Science in Patent Law, students with
scientific and technical backgrounds leverage that
knowledge to advance career opportunities in the
booming area of patent law. This one-year professional
masterâ€™s degree program is aimed at students
who want to work in cutting-edge technology, helping
inventors and corporations to bring innovations to
market.
https://www.law.umn.edu/patlaw

AP Jamison IP Services
(platinum Level Sponsor)
Patent Practitioners
Professional Liability Insurance Program
AP Jamison IP Services is CNA’s National Program
Administrator for Patent Practitioners and is
recognized as the leading provider of professional
liability for IP firms. CNA is the largest writer of
lawyers professional liability insurance for law
firms of every size including IP firms in the U.S. The AP
Jamison IP program is acknowledged as the preferred
provider of professional liability insurance by Patent
Practitioners and leading Intellectual Property
Associations. The AP Jamison IP Services program
is endorsed by NAPP. AP Jamison IP Services and CNA
recognize the unique nature of Patent Practitioners
and together we offer a specialized insurance product
along with a team of professionals dedicated to the IP
community.
Coverage Highlights:
• Program designed for attorneys and patent practitioners with up to 35
professionals
• Coverage is available in all states
• Comprehensive policy form
• Coverage for defense of disciplinary proceedings including OED matters
• Prior Acts Coverage
• Pro Bono Coverage
• Available limits up to 10M
• Network Risk & Privacy Claim Coverage
• Pre-Claim and Subpoena Assistance
• Free Retirement/Non-Practicing ERP
• Unlimited ERP Options
Program Benefits:
• Access to two hours of free IP-focused CLE webinars sponsored by CNA, which
qualifies the firm for up to a 5% premium discount
•Access to industry-leading forms and letters to use in the day to day
practice of intellectual property law
• Experience team of claim and risk control professionals
• Allied Vendor Program
• Free Risk Control Hotline
• 48-hour Quote turnaround

www.jamisongroup.com

Schedule at a Glance
Sunday July 21, 2019
START TIME

END TIME

SUBJECT(S)

PLACE

6:00 pm

7:30 pm

Reception by BOEHMERT & BOEHMERT

IVAR’s Salmonhouse

8:00 pm

10:00 pm

Toga Party with Entertainment, Pizza and (Root) Beer

Alder Hall, UW

Monday July 22, 2019

University of Washington School of Law, Seattle, WA • Joint Program with UW School of Law
ROOMS 133 till 9:20 and then in 138 from 9:30 till 4:00
START TIME

END TIME

SUBJECT(S)

Presenters

7:30 am

8:00 am

Breakfast

8:00 am

9:20 am

Annual Meeting State of NAPP affairs and Comittee Reports,
BOD Candidate presentation and voting

Dan Krueger, Ramey & Schwaller, LLP
NAPP President

9:30 AM

9:45 aM

Opening Welcome and Remarks

Robert W. Gomulkiewicz,
UW Foundation Professor of Law

9:45 am

10:45 am

Patent Eligibility in the U.S. and Asia

Robert Stoll (Moderator),
Drinker Biddle & Reath LLP, Section 101

10:45 am

11:00 am

Networking Break
Steve Cho (Moderator), AMPACC; Judge
Tatsubumi Sato, Presiding Judge, Intellectual
Property Division, Tokyo District Court. Jacob
(Siyue) Zhang, Lung Tin IP Agent Ltd (China)

11:00 am

12:00 PM

Enforcement of IP

12:00 pm

1:00 PM

lunch

1:00 pm

2:00pm

Worldwide Doctrine of Equivalents

Martin Adelman, George Washington
University School of Law; Heinz Goddar,
Boehmert & Boehmert

2:00 pm

3:00 pm

in the “Weeds” - Patent Filing Strategies and Tactics for Applying for
Patents in Asia

Louis Hoffman, Hoffman Patent Law Firm

3:00 pm

3:15 pm

Networking Break

3:15 pm

4:15 pm

Going Deeper in the “Weeds” - Helping Inventors from Asia File Patent
Applications in the U.S.

4:30 pm

5:30 pm

Travel from UW Law to Dorsey & Whitney law firm (provided)

5:30 pm

7:30 pm

Reception at Dorsey & Whitney, LLP

EVENING

Kimton Eng, Dorsey & Whitney LLC; William
LaMarca, Special Counsel for IP Litigation,
Office of the Solicitor, U.S.Patent & Trademark
Office; Matthew Ma, Dorsey & Whitney LLC

Dinner on Your Own

Tuesday July 23, 2019

University of Washington School of Law, Seattle, WA • room 133
START TIME

END TIME

SUBJECT(S)

Presenters

7:30 am

4:00 pm

Registration

7:30 am

8:15 am

Breakfast

8:15 am

8:30 am

Opening Remarks

Alex Pokot - AP Patents, 2019 AMC Chair

8:30 am

9:30 am

112 case law review

NAPP Members: Prof Martin Adelman,
The George Washington University,
William LaMarca, USPTO

Schedule at a Glance
Tuesday July 23, 2019

University of Washington School of Law, Seattle, WA • room 133
START TIME

END TIME

SUBJECT(S)

Presenters

9:30 am

10:15 am

102 case law review

NAPP Members: Prof Martin Adelman,
The George Washington University,
William LaMarca, USPTO

10:15 am

10:30 pm

break

10:30 am

12:15 pm

103 case law review

12:15 pm

1:45 pm

Lunch

1:45 pm

3:15 pm

Design Issues – Case Law Review and Practical Issues

Chris Carani, McAndrews Held & Maloy

3:15 pm

3:45 pm

Using PEDS to Get Patents Faster

Mark Nowotarski, Markets, Patents &
Alliances L.L.C., Napp Member

3:45 pm

4:15 pm

Broadest Reasonable Interpretation (BRI) for Unreasonable Patent Climate

Mark Scott, Dickinson Wright, PLLC

4:15 pm

4:50 pm

So, is a beach in Cabo still a Place to Write Patent Applications?

Mark Scott, Dickinson Wright, PLLC

6:00 pm

7:00 pm

Women of NAPP Workshop on micro-aggression and hurdles that women face in IP
profession (followed by social event) • $50.00 (free to AMC participants)

Center for Urban Horticulture,
UW Botanical Gardens

6:00 Pm

10:00 pm

social event

Center for Urban Horticulture,
UW Botanical Gardens

napp members: Prof Martin Adelman,
The George Washington University,
William LaMarca, USPTO

Wednesday July 24, 2019

University of Washington School of Law, Seattle, WA • room 133
START TIME

END TIME

SUBJECT(S)

Presenters

7:30 am

8:15 am

Breakfast

8:15 am

8:30 am

Opening Remarks

Alex Pokot - AP Patents, 2019 AMC Chair

8:30 am

9:15 am

Restriction Practice

Eric Harwood, SEED IP

9:15 am

10:15 am

Patentability and Freedom To Operate Opinions

David Sheldon, COJK

10:15 am

10:30 am

break

10:30 am

11:30 AM

Start-up IP Counseling-From Seed to Exit

Priya Cloutier, Cloutier Arnold Ortega,
napp director

11:30 am

12:15 pm

IP Insurance

Curtis Droege, Intellectual Property
Insurance Services Corp, NAPP member

12:15 pm

1:30 pm

lunch

1:30 pm

2:15 pm

IP of Cannabinoids

Karl Hermanns, Seed IP

2:15 pm

3:15 pm

Ethics in IP

Tom Wong, Microsoft Corporation
John Whitaker, COJK

3:15 pm

4:00 pm

Internet of Things

Professor Cristopher Turoski,
University of Minnesota Law School, napp
member

4:00pm

4:45 pm

Fixing Silly Mistakes

Kerry Culpepper, Culpepper IP, LLC, NAPP
member

4:45 pm

5:00 pm

Closing Remarks

Alex Pokot - AP Patents, 2019 AMC Chair

CONFERENCE SPEAKERS

Martin J. Adelman

Christopher V. Carani, Esq.

Priya Sinha Cloutier

Before joining the GW Law faculty in 1999, Martin J.
Adelman had been a Professor of Law at Wayne State
University Law School specializing in intellectual
property and antitrust law. Before joining the Wayne
State faculty in 1973, he practiced as a patent attorney
in the Detroit area for several years.
During that period, he served as lead counsel in
several patent infringement actions including acting
as lead counsel for Motor City is the Kolene v. Motor
City litigation. The current focus of his teaching and
scholarship is in the field of patent law. He has written
many law review articles on patent law, the economics
of patent law and patent-antitrust law.
From 1977 to 1988 he was one of the co-authors, and
currently is the sole author, of the continuously
updated nine volume treatises on patent law entitled
Patent Law Perspectives (Matthew Bender) and
available electronically through LEXIS. He is a coauthor of Cases and Materials on Patent Law, Third
Edition (West 1998, 2003, 2009) and Adelman, Rader, and
Klancnik’s Patent Law in a Nutshell (Nutshell Series)
(West 2008). He has testified either by deposition or at
trial as an expert in patent law and practice in about
190 patent infringement cases.
He has lectured widely on patent law subjects at
conferences across the United States and in Amman,
Beijing, Bangalore, Bangkok, Berlin, Bhopal, Bonn,
Bucharest, Buenos Aires, Brussels, Cairo, Calcutta,
Edinburgh, Haifa, Hong Kong, Kharagpur, Maastricht,
Mumbai, Munich, New Delhi, Osaka, Paris, Parma, Phuket,
Pune, Rio de Janeiro, Shenzhen, Sofia, Stockholm, Taipei,
Tel Aviv, Tokyo, Trieste, Trivandrum, Utrecht, and Wuhan

Mr. Carani is a partner at the Chicago-based IP law
firm of McAndrews, Held & Malloy, Ltd. practicing in
all area of IP. He is widely recognized as a leading
authority in the field of design law, having litigated,
prosecuted, published and lectured in the field for
nearly 20 years. Chris is the current chair of the AIPPI
Committee on Designs, and past chair of both AIPLA and
ABA Design Rights Committees. In 2017, IAM Magazine
included Chris in its IAM Patent 1000 referring to him as
one of the nation’s “pre-eminent design law experts.”
Chris is on faculty at Northwestern University School
of Law as an Adjunct Professor teaching IP Law &
Policy and at Chicago-Kent College of Law teaching
Design Law. His new book, entitled “Design Rights:
Functionality and Scope of Protection,” was published
in September of 2017 by Wolters Kluwer N.V. He serves
on the Advisory Design Council for The School of The
Art Institute of Chicago and is an Ambassador Member
of the Industrial Designer’s Society of America. Prior
to joining McAndrews, Chris served as a law clerk to
the Honorable Rebecca R. Pallmeyer at the U.S. District
Court for the Northern District of Illinois. Chris earned
his J.D. from University of Chicago and a B.S. in Engineering
from Marquette University.

Founder of Cloutier Global, Priya, focuses her practice
on the procurement and enforcement of domestic and
international patents, trademarks and copyrights.
Her experience includes various technical areas such
as aerospace, hybrid and electrical engines/motors,
architecture and construction, medical devices,
agriculture, food, and energy systems. Priya devotes
much of her time to managing and coordinating global
patent portfolios of various clients, both domestic
and international companies, including the preparation
and prosecution of patent applications before the
U.S. Patent and Trademark Office. She also counsels
clients in avoiding infringement of patents of others
and frequently opines with regard to the infringement
and/or validity of individual patents, or advises as to a
strategy for avoiding the patent portfolios of others.
Priya has been a Washington Super Lawyer, in the field
of Intellectual Property, since 2013.

CONFERENCE SPEAKERS

Kerry Culpepper

Curtis Droege

Eric A. Harwood, Ph.D.

Kerry Culpepper is the principal of Culpepper IP, LLLC in
Kailua Kona, Hawaii. His practice includes intellectual
property civil litigation and Patent and Trademark
Prosecution. He has over 20 years of experience
including as a Patent Examiner, an in-house attorney
of large Japanese corporations, and partner at a
patent boutique firm. Kerry received his Bachelor of
Civil Engineering with Honor from Georgia Institute
of Technology, his Master of Science in Electrical
Engineering from George Mason University and his JD
from George Washington University. He is admitted
to practice law in Hawaii, Virginia and the District of
Columbia as well as before the USPTO. In his free time,
he enjoys ocean swimming.

Curtis Droege is a mechanical engineer with over 20
years’ experience, a patent agent with over 15 years’
experience, and an inventor on 25 US patents and
applications.
His engineering expertise includes mechanical, microelectronics, micro-fluidics, semiconductor processing,
and nano-technology, specializing in inkjet printing
technology.
Curtis held the position of Worldwide Patent Manager
for Lexmark International from 2009 to 2012, having
responsibility for developing a high-value patent
portfolio for Lexmark’s inkjet and laser printer
products. In this role, he developed four teams
consisting of 80 of the top engineers to guide the patent
strategy, coach inventors, and evaluate invention
disclosures.
Most recently, Curtis held the role of Vice President
and Senior Underwriter for the world’s leading patent
insurance firm, Intellectual Property Insurance
Services (IPISC) located in Louisville, KY. This role
provided insights into the intellectual property risks
of hundreds of companies from pre-revenue to $1B,
covering many different technologies.
Curtis recently launched Invention Garage, in which he
provides invention coaching via online channels such as
InventionGarage.com, YouTube, and Facebook.

Eric Harwood specializes in chemical, pharmaceutical
and life science patent prosecution, strategy and
diligence matters. Eric earned a B.S. in Chemistry from
the University of California at Davis (summa cum laude),
and M.S. and Ph.D. degrees in Organic Chemistry from the
University of Washington in Seattle. He received a J.D.
from the University of Washington School of Law.

Karl R. Hermanns
Karl R. Hermanns specializes in pharmaceutical and
biotechnology patent matters, with an emphasis on
strategic management of patent portfolios, early
stage company counseling, investment due diligence,
and competitive patent analysis. He graduated with
both a B.S. and an M.S. in Chemistry from the University
of Washington and received his J.D. from the University
of Colorado School of Law.

CONFERENCE SPEAKERS

William LaMarca

Mark Nowatarski

Robert L. Stoll

William LaMarca - Bill represents the United States
PTO in IP and other related federal court litigation.
Primarily includes arguing appeals at the Federal
Circuit Court of Appeals, district court trial work in
§§145 & 1071(b) actions and defending the agency in other
federal suits throughout the nation. Bill has been lead
or co-counsel on over 100 appeals and handled a wide
array of civil suits in district courts. Substantively,
Bill has litigated a spectrum of issues spanning specific
patent, trademark and copyright questions to questions
of jurisdiction, procedure, admin law, and cases focused
in specialized areas (e.g., reexam, reissue, IPR/PGR
proceedings, patent term extension & adjustment). Bill
also periodically works with the SG’s Office, DOJ Civil
Appellate and other Executive components to assist in
briefing IP issues before the Supreme Court and various
circuit appeals courts. Further, Bill was appointed
Special Assistant US Attorney with the DC US Attorney’s
Office (Civil Div) to defend the agency in patent suits
and also served on rotation with the Criminal Division
where he was lead prosecutor on over twenty criminal
bench trials. Beyond litigation, Bill advises the agency
on domestic and int’l IP matters. Previously, Bill was
in private practice concentrating in IP litigation,
prosecution and counseling, and also served several
years as an examiner. Bill has a technical background
in mechanical & electrical engineering and worked in
the aircraft industry as an experimental flight test/
design engineer. TEACHING: Adjunct Professor of Law,
Georgetown University Law Center, Washington DC
(2014-pres); Guest Lecturer in Patent Law, University
of Washington Law School-CASRIP Institute, Seattle WA
(2008-present). ADMITTED: Virginia, Maryland, Ohio, US
Supreme Court, CAFC, EDVA, PTO registration, Licensed
as a PE. MILITARY SERVICE: U.S. Naval Officer (Reserve
EDO) (1993-2018). Interests: Golf and Classic Auto
Restoration.

Mark is an inventor on 17 US patents. He was appointed
Corporate Research Fellow for the commercial
impact of his inventions. Mark has a master’s degree
in Mechanical Engineering from Stanford and a
bachelor’s degree with honors in Aerospace, Mechanical
Sciences and Engineering Physics from Princeton. His
academic awards include the Sigma Xi award for most
outstanding Mechanical Engineering research and
the Union Carbide Award for Academic Excellence and
Leadership in Mechanical Engineering, also at Princeton.

Robert Stoll is a partner on the Patent team at Drinker Biddle
& Reath LLP and Co-Chair of the Intellectual Property Group.
In 2018 he was elected to the AIPLA Board of Directors for
a three-year term. In October of 2013 he was appointed by
Chief Judge Rader to a three-year term on the CAFC Advisory
Council and was reappointed for another three-year term
in 2016 by Chief Judge Sharon Prost. Bob retired from the
USPTO as Commissioner for Patents at the end of 2011 after a
distinguished 34-year government career. He was instrumental
in the passage of landmark patent legislation, the America
Invents Act, and lauded for his efforts to reduce patent
pendency and improve patent quality. Bob served as a patent
examiner at the USPTO from 1982 to 1990. He then assumed the
position of supervisory patent examiner from 1990 to 1994. In
this position, Bob supervised an art unit of approximately 15
patent examiners, reviewing and signing the actions of the nonprimary examiners and monitoring the work of the primary
examiners. In 1994 Bob was promoted to executive assistant
to the Commissioner for Patents. After a series of further
promotions, Bob was appointed Commissioner for Patents in
2009 by Secretary of Commerce Gary Locke. Having risen from
the rank of examiner to lead an organization of about 8,000
employees, he has spent his career improving the intellectual
property system. He focused on educating the public,
applicants, corporations and foreign governments on the
criticality of intellectual property to economic growth and
job creation and stressed the importance of a comprehensive
understanding of the complex intellectual property laws to
best use the system to protect an invention. Having led the
PTO’s legislative efforts, the international group, the training
academy and the enforcement initiative, Bob has a deep
understanding of domestic and foreign intellectual property
law. He developed and delivered programs worldwide to
educate foreign officials and the public. He was instrumental
in the development and analysis of legislation concerning all
areas of intellectual property and was one of the country’s
leaders in establishing the US government’s positions on
international issues related to intellectual property. He also
helped develop and plan USPTO strategic goals, objectives and
priorities, and served as a liaison with patent and trademark
bar groups and academic and scientific communities.

Mark E. Scott
Electrical Engineer turned Patent Attorney; Mark
E. Scott is a Member Partner at the Dickinson Wright
sAustin office. Mark assists businesses that produce
innovative products and services with securing a
competitive edge in the marketplace, protecting
the fruits of innovation, and monetizing creations.
Mark works with clients to obtain the patents and
trademarks to protect and brand products and
services. Mark is a Texas Super Lawyer (2014 – present)
and was listed as one of the 2016 and 2018 IP stars by
Managing Intellectual Property magazine.

CONFERENCE SPEAKERS

Professor Christopher M. Turoski

John Whitaker

Thomas Wong

Professor Christopher M. Turoski is the Director of
Patent Law Programs at the University of Minnesota
Law School. Turoski brings two decades of progressive,
real-world experience to lead the J.D., MS.C. and LL.M
in Patent Law programs. In this role, he makes certain
both the programs and the students are prepared to
excel in the modern business environment.
Previously, Turoski held a series of executive-level
positions at Cargill, Inc. As a vice president at Cargill
Animal Nutrition Technologies, he led all intellectual
property aspects of a multibillion-euro acquisition of
the company’s primary competitor. As secretary and
counsel for Format Solutions, a Cargill subsidiary,
he led a worldwide multimillion-dollar intellectual
property and software licensing program. He also
served as managing senior counsel at Cargill, leading a
global team of lawyers and professionals.
Turoski served on the adjunct faculty at the University
of St. Thomas School of Law. He began his legal career
counseling on complex business issues at Foley &
Lardner, an international law firm. He graduated magna
cum laude from the Univeristy of Minnesota Law School,
where he served on the Minnesota Law Review. He earned
his B.S. in chemistry magna cum laude from the University
of Wisconsin Oshkosh. His volunteer experience includes
serving as secretary and general counsel for the
Epilepsy Foundation of Minnesota.

John Whitaker counsels clients on technology
protection and the enforcement of intellectual
property rights, including patents, copyrights,
trademarks, and trade secrets. He routinely represents
technology clients in the software, computer,
medical device, and telecommunications industries,
and he also helps artists and authors to protect
their original works. John’s technical experience
includes work in machine learning and artificial
intelligence (AI), autonomous vehicles, cryptography
and steganography, network communications and
security, online advertising, operating systems and
productivity software, medical devices, and more. John
has represented clients at the U.S. Patent Office and in
federal courts around the country, assisting them in
enforcing and defending their intellectual property
rights.
Prior to joining COJK, John worked at various prominent
law firms, including Merchant & Gould P.C. and Jones &
Askew, LLP. John has served as a Judge Advocate in the
U.S. Army Reserve since 2009, providing legal services to
eligible military personnel at various military facilities
around the world, including Seattle area-based Joint
Base Lewis McChord. Before becoming an attorney,
John was a software engineer working on the national
missile defense effort. Specifically, John was involved
in strategic defense initiative projects such as groundbased radar, ground-based surveillance and tracking,
and antisatellite programs.

I started at Microsoft in 2004 as an in-house prep
and pros patent attorney in the Patent Group. In that
role, I drafted patent applications and office action
responses. In 2006, I moved to the IP Licensing Team
as a Senior Licensing Executive, where I developed
and managed revenue-generating licensing deals
and programs involving Microsoft technologies and
patents. I also worked with product groups to develop
outbound IP licensing strategies. After about two years,
I moved back to the Patent Group and took a patent
attorney position in the Patent Counseling Team. In
that role, I served as the patent attorney for various
product teams in the Office Product Group (OPG) where
my responsibilities included developing and managing
patent portfolios on productivity and cloud computing
technologies, managing outside counsel, handling
patent conflict matters, and providing IP counseling
to product group clients. In 2015, I became the Lead
Attorney of the OPG Portfolio Development Team
where I am responsible for managing a team of patent
attorneys who build, develop, manage and utilize patent
portfolios associated with OPG
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David P. Sheldon
David Sheldon serves as head of COJK’s patent practice
group. His strong background in computer science
and technical experience in software engineering
help him assist his software industry clients with
patent drafting, prosecution, and counseling. David’s
technical expertise includes technologies such as
control systems, encryption, wireless communication,
information search and retrieval, compiler
optimization, and social networking platforms.
David also advises his clients on other vital issues
relating to software products, including open source
licensing and developing comprehensive strategies for
protection of software using copyright, trademarks,
design patents, and trade secrets to supplement
utility patent protection. David’s patent prosecution
experience includes a wide variety of other technical
fields as well, such as medical and mechanical devices/
processes.
David currently serves as chair of the Community
Education Committee for the Washington State Patent
Law Association. He is recognized in The Best Lawyers
in America for his work in patent law. Prior to joining
COJK, David worked in various computing-related
roles, including designing and coding software testing
utilities for Microsoft.
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2019 CANDIDATES FOR DIRECTOR
lisa adelson
Company: Crowell & Moring LLP
Practitioner Type: Attorney
Total Years in Practice: 17
Describe your previous involvement with NAPP

(examples: Committee work, volunteer work,involvement with NAPP programs/activities):

AMC Committee Chair 2017 Meeting, Board of Directors 2016-2019, Board VP 2018-2019
Describe your impressions of NAPP:
NAPP is an organization dedicated to furthering the objectives of those who do patent
prosecution. NAPP is a small and collegial organization.
Why you would like to serve as a NAPP Director (what are your personal objectives?):
I would like to continue to assist NAPP in supporting the experiences of patent practitioners, including agents and attorneys from
solo and small practices. In my current role with the Board, I have been involved in implementing a new health insurance program
that will soon be available to members. I would like to continue this work, and additionally, I would like to continue to assist NAPP
with its ongoing efforts to grow its membership.
Bio: is a counsel with the Intellectual Property Group in Crowell & Moring LLP’s Washington, D.C. office. Lisa is a seasoned patent
practitioner with numerous years of experience representing biotechnology, pharmaceutical, and design patent clients in all
aspects of prosecution and counseling.
Lisa has extensive experience managing patent portfolios and conducting analyses related to major due diligence and patent
litigation matters. Lisa has represented clients before the U.S. Patent and Trademark Office, the Patent Trial and Appeal Board
(formerly the Board of Patent Appeals and Interferences), and the U.S. Court of Appeals for the Federal Circuit.
Before joining Crowell & Moring, Lisa spent many years as a patent attorney at a leading AmLaw 100 firm in Washington, D.C. In
that role, Lisa assisted in a wide array of biotechnology and pharmaceutical clients with their patent-related needs, including
preparation,
prosecution, counseling, litigation, due diligence, and related regulatory work. Lisa also has significant experience in the field of
design patent law, having practiced alongside one of the pioneers in this field at a Washington-area boutique.
Lisa earned her J.D. from Georgetown University Law School and her B.A., magna cum laude, in Chemistry from Colgate University,
where she was a Colgate University Alumni Memorial Scholar, a Dana Scholar, and a lifetime member and president of Phi Eta Sigma
Honor Society. She also received the Dean’s Award for Academic Excellence. Additionally, Lisa has received the Bausch and Lomb
Science Prize, American Chemical Society Award, and Harvard Book Award. Before attending law school, Lisa worked at the
laboratory bench at the National Institute of Allergy and Infectious Diseases, National Institutes of Health, in Bethesda, MD, where
she studied pathogenic fungi.
Lisa is a strategic thinker who has represented individual and multinational clients at all phases of development. She is a frequent
lecturer on current topics in intellectual property law and has published various articles in the field of patent law.
Lisa has been involved with NAPP since 2013, when she was invited to speak about design patents at the Annual Meeting and
Conference. Lisa was elected to the NAPP Board of Directors in July 2016 and has served as Vice President of the NAPP Board since
July 2018.

2019 CANDIDATES FOR DIRECTOR
Tom Bassolino
Company: Bass Patent Law, LLC
Practitioner Type: Attorney
Total Years in Practice: 10
Describe your previous involvement with NAPP

(examples: Committee work, volunteer work,involvement with NAPP programs/activities):

AMC Planning Committee member 2018 & 2019; AMC presenter 2018; AMC attendee 2014-present;
Moderator for NAPP forum
Describe your impressions of NAPP:
NAPP is by far my favorite bar/trade association of which I am a member. The focus on patent
prosecution is unlike most organizations, and the collegiality is unbeatable.
Why you would like to serve as a NAPP Director (what are your personal objectives?):
First and foremost, to grow NAPP by promoting all of the great things that distinguish us from the crowd. I also think I would
provide a fresh perspective for the Board -- I am no spring chicken, but at 37 I think I bring a somewhat fresh take to NAPP and
patent practice generally
Bio: Tom Bassolino is a patent attorney specializing in patent preparation and prosecution. Tom’s practice includes drafting, filing,
and prosecuting U.S., PCT, national stage, and international patent applications. Tom works with inventors, reviews invention
disclosure statements, and investigates new product developments and design-around opportunities with entrepreneurs,
engineers, and other technical staff.
Tom has worked with individual inventors and Fortune 500 companies alike located throughout the United States and worldwide.
Tom’s experience includes preparing and prosecuting patents related to the mechanical and electrical arts including
threedimensional printing systems, green energy systems, sports training and exercise equipment, pumps, drilling equipment,
razors, stationery products, lighters, computer architecture systems, data networks, software, and business methods. Tom also
has significant experience preparing and prosecuting medical device patents including orthopedic devices, MRI systems, ultrasound
scanning systems, flexible stents, drug delivery devices, and novel cancer-fighting systems.
Tom founded his own law firm, Bass Patent Law, LLC, in 2018. Prior to his work at Bass Patent Law, Tom worked for several boutique
law firms, and he spent the first five years of his legal career at the New York City office of Jones Day, one of the largest law
firms in the world. Before becoming an attorney, Tom was a mechanical engineer in New York City, specializing in the design of
plumbing and fire protection systems for high-rise buildings.
Tom’s large law firm foundation (a/k/a “biglaw”), boutique law firm experience, and previous engineering career provide him with a
unique perspective in understanding the business goals as well as the technical details of his clients’ inventions. This broad range
of experience could also be an asset to an organization like NAPP.

2019 CANDIDATES FOR DIRECTOR
john t. davis
Company: The Law Office of John T Davis
Practitioner Type: Attorney
Total Years in Practice: 7
Describe your previous involvement with NAPP

(examples: Committee work, volunteer work,involvement with NAPP programs/activities):

S ince joining NAPP, I have volunteered with the Member Benefits Committee, Public Relations
Committee, and Legal Affairs Committee. In particular, I worked with Dan Beinart and Carie
Mager on the Member Benefits Committee to evaluate multiple candidate software platforms
for the new NAPP Forums and have assisted with setup, troubleshooting, and moderation since
the transition. I am also presently helping collate articles for the “Overheard on the Forums”.
series of posts on the NAPP Blog. On the Member Benefits Committee, I have assisted with event
planning and outreach efforts, and through the Legal Affairs Committee have contributed to
drafting mentor/mentee contract for the soon-to-launch mentorship program.
Describe your impressions of NAPP:
NAPP remains without question the most valuable professional organization I participate in. The depth and breadth of the members’
knowledge about the legal and practical aspects of patent prosecution practice in matched only by the membership’s accessibility
and eagerness to assist on the Forums. While I have been an attorney since 2011, I only began practicing patent prosecution in
October 2016. The advice and mentorship of the NAPP community has been invaluable to my practice and growth over the last two
and-a-half years, and I do not hesitate to recommend NAPP membership to others. I feel membership is most advantageous to
newly licensed practitioners in need of an approachable source of trustworthy advice and guidance that they likely otherwise
cannot access.
Why you would like to serve as a NAPP Director (what are your personal objectives?):
If elected to the Board of Directors, I hope to have the opportunity to continue to pursue new avenues of growing membership
among law students and recently licensed practitioners. I believe finding new ways to approach students considering a career in
patent prosecution as early as possible would be beneficial to both NAPP and the students’ professional development. In
particular, I am interested in exploring facilitating student internships through NAPP. I would also like to help with making more
online stateaccredited CLE available (e.g., video recordings of the NAPP Annual Meeting and Conference).
Bio: John T. Davis is a registered U.S. patent attorney. His practice focuses on preparation, filing, and prosecution of patent
applications in the United States and throughout the world. He has experience in litigation, procurement, licensing, and
enforcement of patents, trademarks, copyrights, and other types of intellectual property. He has also practiced in varied and
diverse areas of civil litigation; real estate transactions; business and commercial transactions and disputes; and estate planning
and probate.
Mr. Davis has worked with a variety of clients including individuals, small businesses, and Fortune 500 corporations, collaborating
with both inventors and in-house counsel. His experience includes diverse areas of technology involving hydroponics; fitness
products and durable medical equipment; consumer and industrial safety equipment, infrastructure, and tools; cryptocurrency,
renewable energy generation and application; software, operating systems, networking, and hardware. Recent projects include
patent prosecution in the areas of artificial intelligence; computer vision; image analysis; e-commerce; cloud computing; process
controls and supply chain management; next-generation telecommunications; aerospace engineering; and on-demand multimedia
content delivery.
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